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DETAILED ACTION 

Election/Restrictions 

1. Claims 2, 3, 5, 10, 11, 13, 17, 19, 21, 22 and 24 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. Election was made without traverse 
in the reply filed on 2 May 2005. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4, 7, 8, 12, 14-16, 18, 20, 23 and 26-32 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

The language "data storage device being positioned with respect to only a 
portion of the print medium" is indefinite. The language "with respect to" does not define 
any positional relationship between the data storage device and the print medium. 
Further, it is not clear as to how the data storage device can be positioned with respect 
to one portion of the print medium, but not with respect to other portions of the print 
medium. One of ordinary skill in the art would be unable to determine if they are 
infringing this limitation. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 4, 7, 8, 12, 14-16, 18, 20, 23 and 26-32 are rejected under 35 
U.S.C. 102(e) as being anticipated by Lee (U.S. 20030025321 A1). 

Lee discloses: 

With regards to claims 1 , 4 and 7, a print medium (fig. 2) having a rewritable data 
storage device (fig. 2, element 8) attached thereto (section 0019), said print medium 
being configured to receive a printed image (layer 10 receives a printed image 14), and 
said data storage device being positioned with respect to only a portion of the print 
medium (central portion, figs. 1, 2, 4, magnetic tape, 0028), said print medium 
configured to receive and store printing information comprising data related to 
properties of the print medium (0020, 0021, the data storage device stores information 
to verify the authenticity of the print medium, which is equivalent to a property of the 
print medium); 

wherein the printed image has been applied to the print medium (0022) and the 
data storage device comprises a rewritable magnetic strip (8) and the printing 
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information comprises data related to the printed image (0021, 0022, the storage device 
may also store a duplicate of the printed image). 

With regards to claims 8 and 16, an ink jet printing system (0011, 0017) 
comprising: 

a print medium configured to receive a printed image (fig. 2, layer 10 receives 
printed image 14); 

a rewritable data storage device (8) attached to the print medium (0019), said 
data storage device being positioned with respect to only a portion of the print medium 
(central portion, figs. 1, 2, 4, magnetic tape, 0028), said print medium being configured 
to receive and store printing information (0020, 0021); 

a printer configured to print the image on the print medium (001 1 , 001 7) and 
a printing information processor associated with the printer, said printing 
information processor comprising a data read processor capable of writing data to the 
storage device (0020) and reading data from the data storage device (since the 
processor is capable of processing the data while writing the data, it is also capable of 
reading data from the data storage device in cooperation with a specific magnetic data 
reader). 

With regards to claims 12, the data storage device comprises a rewritable 
magnetic strip (8). 

With regards to claim 14, the printing information comprises information relating 
to properties of the print medium (the authenticity of the document). 
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With regards to claim 15, the printed image has been applied to the print medium 
and the printing information comprises data related to the printed image (0020, 0021, a 
duplicate of the printed image). 

With regards to claim 18, the printer and the printing information processor are 
integrated (0020, the data is stored while the image is printed). 

With regards to claims 20, 23 and 26, a method for associating printing 
information with a print medium, comprising the steps of: 

attaching a rewritable data storage device comprising a rewritable magnetic strip 
(8) to a print medium (0019) said rewritable data storage device being positioned with 
respect to only a portion of the print medium (central portion, figs. 1, 2, 4, magnetic 
tape, 0028); and 

storing printing information on the data storage device, said printing information 
comprising data relating to properties of the print medium (authenticity) and including 
information relating to printed material applied to the print medium, on the data storage 
device (0020, 0021 , duplicate of image data). 

With regards to claims 27 and 28, a print medium (fig. 2) having a magnetic strip 
(8) as a data storage device attached thereto, said print medium being configured to 
receive a printed image (print medium has an ink receptive layer 10 to receive a printed 
image), and said data storage device being positioned with respect to only a portion of 
the print medium (central portion, figs. 1, 2, 4, magnetic tape, 0028), said print medium 
being configured to receive and store printing information comprising data related to, but 
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not entirely duplicative of, content of the printed image (0020, 0021 , authenticity of the 
document). 

With regards to claim 29, the printed image has been applied to the print 
medium, and the printing information further comprises data related to properties of the 
print medium (authenticity). 

With regards to claims 30 and 31, a method for associating printing information 
with a print medium, comprising the steps of: 

attaching a magnetic strip (8) as a data storage device to a print medium, said 
data storage device being positioned with respect to only a portion of the print medium 
(central portion, figs. 1, 2, 4, magnetic tape, 0028); and 

storing printing information on the data storage device, said printing information 
comprising data related to, but not entirely duplicative of, content of a printed image 
applied to the print medium (0020, 0021, authenticity). 

With regards to claim 32, the step of storing printing information on the data 
storage device includes the step of storing information relating to properties of the print 
medium (authenticity). 

Response to Arguments 

5. Applicant's arguments filed 30 October 2006 have been fully considered but they 
are not persuasive. 

Applicant argues that Lee fails to disclose the storage device positioned with 
respect to only a portion of the print medium. 
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This language is indefinite. 

This language is respectfully believed to be vague and broad, such that it 
encompasses, for example, Lee's disclosure of the magnetic storage device positioned 
with respect to only a central/interior region of the print medium. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
are not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Further, Lee recites "rather than limited to the narrow dimensions of magnetic 
tape" (0028) to emphasize the advantages of providing a magnetic layer throughout the 
entire surface of the print medium, over providing the layer only partially through the 
print medium. The fact that Lee clearly teaches away from partial coverage and it's low 
storage capacity is noted, nonetheless, Lee does disclose partial coverage. A reference 
is no less anticipatory if, after disclosing the invention, the reference then disparages it. 
The question whether a reference "teaches away" from the invention is inapplicable to 
an anticipation analysis. Celeritas Technologies Ltd. v. Rockwell International Corp., 
150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 1998) (The prior art was 
held to anticipate the claims even though it taught away from the claimed invention. 
"The fact that a modem with a single carrier data signal is shown to be less than optimal 
does not vitiate the fact that it is disclosed."). 

For all of the above reasons, Lee is deemed to anticipate the claimed invention. 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 10/629,063 
Art Unit: 2853 



Page 9 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian D. Huffman whose telephone number is (571) 
272-2147. The examiner can normally be reached on 10:00a.m. -6:30p.m. Monday- 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Meier can be reached on (571) 272-2149. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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